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DETAILED ACTION 
Response to Amendment 

1 ■ In response to applicant's amendment filed 7/2/02, claims 1 , 3, 7, 9, 1 1 and 1 5 
have been amended. Claims 1-17 are pending. 

Response to Arguments 
2. Applicant's arguments filed 7/2/02 have been fully considered but they are not 
persuasive. Applicant made the following arguments: 

a. "Claim 1 , as amended, clearly recites this feature of the invention as a thin 
film which is adapted to transmit light when irradiated and to block light when not 
irradiated. On the contrary, Kobayashi's device has a permanent hole in a 
masking layer 4 as an aperture of the device. All of the manufacturing methods 
, described in the examples of Kobayashi either blow the masking layer 4 out or 
cause it to evaporate under vacuum. In every example, the size of the hole was 
determined by a scanning electron microscope observation. This clearly 
confirms that Kobayashi's hole in masking layer 4 is created by removing a 
portion of the masking layer 4 and cannot be returned to its original state. 
Creation of a permanent aperture by high power beam radiation, as in the case 
of Kobayashi, as described as undesirable in the specification of this application 
(page 3, lines 8-16) and is intended to be avoided by this invention." 
b. 'The masking layer of Kobayashi cannot block light when it is not 
irradiated with light, or any time once it is formed, because it has a permanent 
hole in the path of the light beam. The formation of the hole is irreversible." 
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c. "Although the claims of Kobayashi refer to the use of a laser for making 
the masking film transparent, Kobayashi does not describe any method for 
forming such a transparent film or its use as an aperture in the specification. All 
of the examples are devoted to the description of permanent holes." 

d. "In the absence of any specific enabling disclosure of how to make the 
masking film transparent, persons of ordinary skill in the art would have 
recognized that the formation of the transparent masking film is also irreversible, 
and that the transparent portion of the masking film is a permanent aperture 
which cannot be returned to its original, non-transparent state." 

In response to arguments a-c above, while it is not disagreed that 
Kobayashi teaches a thin film having a hole, Examiner asserts that Kobayashi 
also teaches the thin film as claimed by applicant. Note for example, 
Kobayashi's claim 4 and 5 which state the thin film being "removed or made 
optically transparent by exposure to the light emitted from said semiconductor 
laser body" and the thin film being "removed or made optically transparent 
through thermally physical action, chemical reaction, melting, evaporation, or 
diffusion." Since Kobayashi does not teach the removal of the thin film to the 
exclusion of the making of the thin film optically transparent by irradiation, 
applicant's argument is not found convincing. 

In further response to c-d, Examiner disagrees with applicant's contention 
and asserts that, in col. 1 lines 25-54 and col. 2 lines 1 1-20, Kobayashi teaches a 
use for the transparent film and its use as an aperture in the specification. 
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Further Examiner asserts that Kobayashi does teach a method for forming such 
a transparent film, by stating the same method as applicant, which is to expose 
the thin fim to the light emitted by the semiconductor laser (see Kobayashi's col. 
2 lines 16-20). So applicant's arguments are not found convincing. 
Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kobayashi et al (4,840,922). Kobayashi discloses the claimed invention. Figures 1 and 
2 illustrate a light emitting element (2) that emits light from its exit surface; and a thin 



Ft G 1 




film (4) disposed on the exit surface (cleavage plane). (Note 
that it has been held that the recitation that an element is "adapted to" perform a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138.) 

Regarding claim 1, see col. 2 lines 16-20 for the teaching of the thin film (4) being 
"adapted" for transmitting light when the thin film (4) is irradiated with light from the light 
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emitting element (2). Further, see col. 2 lines 1 1-15 for the teaching of masking layer 
(4) being "adapted" for blocking light when the thin film (4) is not irradiated with light 
from the light emitting element (2). 

Regarding claims 2 and 10, it is inherent that the Kobayashi's thin film (4) has the 
claimed physical property of changing from crystalline to amorphous when irradiated 
with light from the light emitting diode, because Kobayashi teaches the same materials 
as applicant. For example, in Kobayashi's col. 2 lines 21-30, Kobayashi teaches the 
thin film material being In. Likewise, on page 9 lines 10-14, applicant teaches a thin film 
of In and on page 8 lines 21-24, applicant teaches the thin film changing its state from 
crystalline to amorphous and gains a light transmitting property when heated. 

Regarding claims 3 and 1 1, it is inherent that the Kobayashi's thin film (4) has the 
claimed physical property of returning to a crystalline state from an amorphous state 
when the light emission is stopped, because Kobayashi teaches the same materials as 
applicant. For example, in Kobayashi's col. 2 lines 21-30, Kobayashi teaches the thin 
film material being In. Likewise, applicant teaches a thin film of In, as evidenced on 
page 9 lines 10-14, and that that thin film, "when the emission of the laser light from the 
semiconductor laser 1 1 is stopped, the thin film 14 cools down naturally, and the light 
transmitting area 14a returns to a crystalline state from an amorphous state", as 
evidenced on page 10 lines 3-6. 

Regarding claims 4-5 and 12-13, it is inherent that the thin film essentially 
consists of inorganic material having a melting point equal to or lower than 350°C or 
150°C, because Kobayashi et al teaches the same inorganic film as taught by applicant. 
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For example Kobayashi et al's claim 6 names In and Sn as materials for the thin film (4). 
Note that these are materials also named by applicant for the thin film. See applicant's 
specification page 9 lines 10-12 for the teaching of In as the thin film and In having a 
melting point of about 130°C and see applicant's specification page 12 lines 3-8 for the 
teaching of Sn as the thin film and Sn having a melting point of about 232*C. 

Regarding the thin film (4) essentially consisting of an organic material, as recited 
in claims 6 and 14, note Kobayashi et al's claim 24 for the teaching of organic materials: 
carbon, phthalocyanine and cyanine dye. It is noted that "low" melting point is subject to 
broad interpretation, e.g. between -1,000,000'C and 1,000,000°C, and therefore 
Kobayashi et al meets it. 

Regarding claims 7 and 15, it is inherent that film (6) between the light exit 
surface (cleavage plane) and the thin film (4) is a heat diffusion preventing film, as 
claimed, because it is made of the same material taught by applicant — SiC>2--. 

Regarding claims 8 and 16, note col. 2 lines 1-10 and line 36 for the teaching of 
the light emitting element (2) including a semiconductor laser device. 

Regarding claim 9, see col. 2 lines 16-20 for the teaching of the thin film (4) being 
"adapted" to transmit light when the thin film (4) is heated (i.e. irradiated by exposure to 
the light emitted by the semiconductor laser 2). Further, see col. 2 lines 1 1-15 for the 
teaching of masking layer (4) being "adapted" to block light when the thin film (4) is not 
heated (i.e. not irradiated with light from the light emitting element 2). 

Regarding claim 17, note col. 2 lines 16-20 for the teaching of the thin film (4) 
being heated by the light emitted from the light emitting element (2). 
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Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quyen P. Leung whose telephone number is (703) 308- 
0545. The examiner can normally be reached on 8:30-5:00, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Ip can be reached on (703) 308-3098. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-7724 for 
regular communications and (703) 308-7724 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 




Quyen P. Leung 
Primary Examiner 
Art Unit 2828 



QPL 

September 30, 2002 



